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DETAILED ACTION 
Double Patenting 

1 . Claims 1 and 9-15 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claim 1 of copending Application No. 

1 1/244,159. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the claims of the applicant (broad) are embraced by the copending 
application (narrow). 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

With regard to claim 1 of application 1 1/244,159, the copending application is narrower 
than the current application, thus claim 1 of the current application is embraced by the copending 
application. 

With regard to claims 9-15, the copending applications claims 4-7, 10 and 17 respectively 
are identical to current applications claims (9-15). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent hi the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 



Application/Control Number: 10/554,224 Page 3 

Art Unit: 4111 

subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the Hnglish language. 

3. Claims 1, 3-6, and 9-11 are rejected under 35 U.S.C. 102(b) as being anticipated by- 
Sakamaki U.S. Publication No. 2002/0008840. 

With regard to claim 1 , Ishibashi teaches the production of a bi-refringent film 
(Page 6, [0128]) which is stretched in the width direction while being shrunk in the 
longitudinal direction. Sakamaki teaches a method for stretching an optical polymer film 
(birefringent film) as well. Sakamaki teaches the stretching of the polymer film in the 
width direction with a ratio of 1.1 to 20.00 (Page 2, [0025]). Furthermore, Sakamaki 
teaches the shrinkage of the polymer film while stretching in the width direction 
(Page 5, [0119]). Additionally Sakamaki teaches the shrinkage being 10% or more 
(Page 4, [01 1 1]). The shrinkage taught by Sakamaki is seen as longitudinal shrinkage as 
the polymer film sheet is being held by points Al and CI (An and Cn: Figure 1) 
prohibiting shrinkage in the width direction. The above mentioned ranges for longitudinal 
shrinkage and expansion by width are embraced by the equation provided by claim 1 of 
the applicant. 

With regards to claims 3-6, Sakamaki teaches a stretching range of 1.1 to 20 
(Width) and a shrinkage ratio of 10% longitudinal (see above). The mentioned width and 
longitudinal ratio's anticipate the limitations of claims 3-6. For example, the beginning 
dimension of the film is 1 in the width and length ratio. A ratio of 1 .3 applied in the width 
direction (stretching) would provide a value of .877 ((1/1.3) a1/2 ). As noted above, 
shrinkage of 10% would give a SMD value of 0.9. The above calculated values fully 
comply with the equation provided by claim 1 . 
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With regards to claims 9-11, Sakamaki is making a birefringent film being used 
as an optical film for a liquid crystal display (LCD) device (Page 6, [0128]). 
Furthermore, Sakamaki is making the birefringent film in a similar manner as the 
applicant, so it is understood to have the same or similar properties as the applicant's 
product. 



4. Claims 9-11 are rejected under 35 U.S.C. 102(a/e) as being anticipated by Nakashima 

U.S. Publication No. 2004/0058093. 

With regard to claims 9-11, Nakashima teaches the film being directed towards a 
polarizer or film used in a liquid crystal display (Page 2, [0023]). In view that the process 
of Nakashima is substantially similar to applicant's claimed process in that it requires 
stretching of the film in the width direction, while shrinking the film in the longitudinal 
direction downstream and also has similar intended use, it is reasonable to expect that the 
resultant birefringent film of Nakashima is substantially identical (if not the same) as the 
claimed birefringent film. Therefore, these claims are anticipated by the birefringent film 
of Nakashima. 

Note: Where ... the claimed and prior art products are identical or substantially identical, 
or are produced by identical or substantially identical processes, the PTO can require an 
applicant to prove that the prior art products do not necessarily or inherently possess the 
characteristics of his claimed product. Whether the rejection is based on "inherency" 
under 35 USC § 102, on prima facie obviousness" under 35 USC § 103, jointly or 
alternatively, the burden of proof is the same, and its fairness is evidenced by the 
PTO's inability to manufacture products or to obtain and compare prior art 
products." In re Best 562 F2d 1252, 1255, 195 USPQ 430, 433-4 (CCPA 1977). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. Claims 12-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sakamaki 
U.S. Publication No. 2002/0008840, or NakashimaU.S. Publication No. 2004/0058093 as 
applied to claims 9-11 in above sections 3 and 5. 

Sakamaki teaches the film being used as an optical film for a liquid crystal display 
(LCD) device (Page 6, [0128] ). Furthermore, Nakashima teaches the film being directed 
towards a polarizer or film used in a liquid crystal display (Page 2, [0023]). However, 
Sakamaki and Nakashima fail to teach a transparent protective film disposed on at least 
one surface of the polarizer, as well as a liquid crystal cell. While Sakamaki fails to teach 
the above mentioned, he teaches the use of the birefringent film in a liquid crystal 
display, which in its conventional process of production would incorporate the limitations 
Sakamaki failed to teach. It would have been obvious to one of ordinary skill in the art to 
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use the resulting film (configured in a similar process as applicant) in configurations that 
are well known in the art of image display devices. 
8. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sakamaki 
U.S. Publication No. 2002/0008840 as applied to claim 1 above, and in view of Takahashi U.S. 
Publication No. 2006/0262401. 

With regard to claim 8, Sakamaki fails to teach the stretching and shrinkage of the 
polymer film on a base at the same time. Takahashi teaches a method for producing a 
birefringent film similar to the applicants (i.e. forming the film directly on a support 
base). Furthermore Takahashi teaches the use of a support base material on which the 
formation of the film, shrinking and stretching is conducted (Page 7, [0099]). It would 
have been obvious to one of ordinary skill in the art to use Takahashi 's support base 
material process with Sakamaki's process because the support base material would result 
in high production efficiency, high processing precision, and a continuous production 
process is possible (Page 7, [0099]) Additionally the use of a base which comprises the 
stretching and shrinking step would obviate any problems (e.g. inadvertently damaging 
the film) which could arise during the transferring of the film from the formation station 
to the stretching/shrinking station. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Any inquiry concerning this communication or earlier communications from the 
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examiner should be directed to OMAR SIDDIQUE whose telephone number is (571)270-5515. 
The examiner can normally be reached on Monday to Thursday (7:30AM to 5PM) EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Chuan Yao can be reached on 1-571-272-1224. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/OMAR SIDDIQUE/ 
Examiner, Art Unit 4111 



/Sam Chuan C. Yao/ 

Supervisory Patent Examiner, Art Unit 4111 



